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DETAILED ACTION 

This action is in response to an Amendment filed 10 January 2007. Claims 1 ,2, 
and 4-9 are presented for further consideration. Claims 1 , and 4-9 are currently 
amended. Claim 3 is canceled. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 10 
January 2007 has been entered. 

Response to Arguments 

Applicant's arguments, see Remarks, filed 13 November 2006, with respect to 
the rejections of claims 1 ,2, and 4-9 under 103(a) have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new grounds of rejection is made in view of a newly found prior art 
reference Shaughnessy et al. (US Patent 5,928,325), as set forth in the Office action 
below. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,2 and 4-9 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Gilbert (US Patent 6,529,942) and further in view of 

Shaughnessy et al. (US Patent 5,928,325). 

Gilbert teaches an email system and method which allows the originating 
user to customize text for a specific recipient in a multiple recipient email system (i.e. 
broadcast), (abstract). 

In reference to claim 1, Gilbert shows that the E-mail system with recipient- 
specific content system includes: 

• A receiving device (i.e. receiver; Figure 1 -receiver) receiving transmission 
information transmitted from a sender (Figure 1 -sender) to a plurality of 
receivers, (column 3, line 24 to column 4, line 30) and 

• An emphasizing device (i.e. network computer of sender) emphasizing 
and highlighting (i.e. size, color, bold, italic, etc.; column 4, lines 54-67); 

• A storing device (i.e. memory; column 3, lines 34-41) storing information 
predetermined for respective receivers (i.e. identifier codes; column 6, 
lines 10-31 ;column 7, lines 8-24), wherein the information is designated 
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by the sender and different for respective receivers (e.g. John is identified 
with "a" and Fred identified with "b"; column 8, lines 1-43; Figure 5); 

• Different parts the transmission information for respective receivers (i.e. 
select users to receive modified email message; column 5, lines 5-26), 
and preparing E-mail information (i.e. embedding text format commands 
and identifier codes; column 8, lines 1-18) including all of the transmission 
information with the transmission information in which the different parts 
are for respective receiver (columns 5-7; Figure 5), 

• A transmitting device transmitting the E-mail information including all of 
the transmission information to respective receivers (i.e. receiver sensitive 
formatting; Figure 6- Emails for John, Harry, Mary and Original Email), 
(column 8, line 44 to column 9, line 18). 

Gilbert shows substantial features of the claimed invention. However, Gilbert does not 
teach a storing device storing, independent of receiving the transmission information, 
keyword information predetermined for each receiver and subsequently highlighting 
these keywords included in E-mails. Nonetheless this feature would have been an 
obvious modification to the system disclosed by Gilbert as evidenced by Shaughnessy. 

In an analogous art, Shaughnessy discloses a system for modifying E-mail 
messages for respective recipients over the Internet (abstract). Shaughnessy further 
shows a storing device (i.e. rules memory; Figure 1-item 25) storing, independent of 
receiving the transmission information (i.e. predetermined action rules stored in rules 
memory by a system designer; column 5, lines 30-41; column 6, lines 30-35), keyword 
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information predetermined for respective receivers, wherein the keyword information is 
highlighting in E-mails for the receiver (i.e. based on identified recipient, the message is 
modified to select message potions containing keywords; column 4, line 66-column 5, 
line 6; column 5, lines 42-55). Given this feature a person of ordinary skill in the art at 
the time of the invention would have readily recognized the advantages of modifying the 
recipient-specific E-mail system disclosed by Gilbert in order to dynamically examine 
and efficiently modify email content based on keywords intended for recipients having 
multiple devices, thereby increasing ease of use (Shaughnessy; column 3, lines 20-47). 

In reference to claim 2, Gilbert shows receiving device that receives a part of the 
transmission information that the sender designates and information about a 
corresponding transmission destination and emphasizing device that emphasizes and 
highlights the designated part and prepares E-mail information for a receiver 
corresponding to the transmission destination, (columns 5-6). 

In reference to claim 4, Gilbert shows a terminal apparatus (Figure 1 -sender) 
comprising: 

• Transmitting device transmitting transmission information prepared for a 
plurality of receivers (i.e. via network connection; column 3, lines 58 to 
column 4, line 16) including all of the transmission information and 
information predetermined for respective receivers (i.e. identifier codes; 
column 6, lines 10-31;column 7, lines 8-24), wherein the information is 
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designated by the sender and different for respective receivers (e.g. John 
is identified with "a" and Fred identified with "b"; column 8, lines 1-43; 
Figure 5); and 

• An indication device (i.e. software program executing on networked 
computer of sender; column 4, line 30 to column 5, line 5) indicating E- 
mail information that emphasizes and highlights different parts of the 
transmission information for respective receivers; preparing E-mail 
information for respective receivers including all of the transmission 
information (columns 6-7); and 

• Transmitting the E-mail information for respective receivers, with all of the 
transmission information sent to all respective receivers (i.e. receiver 
sensitive formatting; Figure 6- Emails for John, Harry, Mary and Original 
Email), (column 5; columns 8-9). 

Gilbert shows substantial features of the claimed invention. However, Gilbert does not 
teach a storing device storing, independent of receiving the transmission information, 
keyword information predetermined for each receiver and subsequently highlighting 
these keywords included in E-mails. Nonetheless this feature would have been an 
obvious modification to the system disclosed by Gilbert, as evidenced by Shaughnessy. 

In an analogous art, Shaughnessy discloses a system for modifying E-mail 
messages for respective recipients over the Internet (abstract). Shaughnessy further 
shows a storing device (i.e. rules memory; Figure 1-item 25) storing, independent of 
receiving the transmission information (i.e. predetermined action rules stored in rules 
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memory by a system designer; column 5, lines 30-41; column 6, lines 30-35), keyword 
information predetermined for respective receivers, wherein the keyword information is 
highlighting in E-mails for the receiver (i.e. based on identified recipient, the message is 
modified to select message potions containing keywords; column 4, line 66-column 5, 
line 6; column 5, lines 42-55). Given this feature a person of ordinary skill in the art at 
the time of the invention would have readily recognized the advantages of modifying the 
recipient-specific E-mail system disclosed by Gilbert, in order to dynamically examine 
and efficiently modify email content based on keywords intended for recipients having 
multiple devices, thereby increasing ease of use (Shaughnessy; column 3, lines 20-47). 

In reference to claim 5, Gilbert discloses developed software program including 
instructions to carry out the recipient specific email methods on computing systems 
(column 4, lines 16-67). As applied to previous claims, functions of the electronic mail 
system, as shown by Gilbert, include: receiving transmission information from a sender 
to a plurality of receivers; emphasizing and highlighting the different parts of 
transmission information for each receiver; preparing E-mail information for respective 
receivers; and transmitting the E-mail information for respective receivers. Therefore, 
Gilbert teaches a system comprising executable code that specifically implements the 
previously stated functions. This is equivalent to the software program disclosed by the 
applicant. 

Gilbert shows substantial features of the claimed invention. However, Gilbert does not 
teach information independent of receiving the transmission information, predetermined 
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for respective receivers and subsequently emphasizing this information in E-mails. 
Nonetheless this feature would have been an obvious modification to the method 
disclosed by Gilbert as evidenced by Shaughnessy. 

In an analogous art, Shaughnessy discloses a method for modifying E-mail 
messages for respective recipients over the Internet (abstract). Shaughnessy further 
shows a storing device (i.e. rules memory; Figure 1-item 25) storing, independent of 
receiving the transmission information (i.e. predetermined action rules stored in rules 
memory by a system designer; column 5, lines 30-41; column 6, lines 30-35), keyword 
information predetermined for respective receivers, wherein the keyword information is 
highlighting in E-mails for the receiver (i.e. based on identified recipient, the message is 
modified to select message potions containing keywords; column 4, line 66-column 5, 
line 6; column 5, lines 42-55). Given this feature a person of ordinary skill in the art at 
the time of the invention would have readily recognized the advantages of modifying the 
recipient-specific E-mail method disclosed by Gilbert, in order to dynamically examine 
and efficiently modify email content based on keywords intended for recipients having 
multiple devices, thereby increasing ease of use (Shaughnessy; column 3, lines 20-47). 

In reference to claim 6, Gilbert shows a method (Figures 2&4; columns 4-7) 
comprising: 

• Preparing transmission information to be transmitted from a sender to a plurality 
of receivers (Figure 2-item 60); and 
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• Emphasizing and highlighting the transmission information for respective 
receivers (Figure 2-items 64-68); 

• Preparing E-mail information for respective receivers, (Figure 2-item 72); 

• Transmitting the E-mail information including all of the transmission information 
to all respective receivers, (Figure 2-item 73); 

• Emphasizing and displaying the transmission information for respective 
receivers, (Figure 2-item 76; Figure 4a; Figure 6; column 8). 

Gilbert shows substantial features of the claimed invention. However, Gilbert does not 
teach information independent of receiving the transmission information, predetermined 
for respective receivers and subsequently emphasizing this information in E-mails. 
Nonetheless this feature would have been an obvious modification to the method 
disclosed by Gilbert as evidenced by Shaughnessy. 

In an analogous art, Shaughnessy discloses a method for modifying E-mail 
messages for respective recipients over the Internet (abstract). Shaughnessy further 
shows a storing device (i.e. rules memory; Figure 1-item 25) storing, independent of 
receiving the transmission information (i.e. predetermined action rules stored in rules 
memory by a system designer; column 5, lines 30-41; column 6, lines 30-35), keyword 
information predetermined for respective receivers, wherein the keyword information is 
highlighting in E-mails for the receiver (i.e. based on identified recipient, the message is 
modified to select message potions containing keywords; column 4, line 66-column 5, 
line 6; column 5, lines 42-55). Given this feature a person of ordinary skill in the art at 
the time of the invention would have readily recognized the advantages of modifying the 
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recipient-specific E-mail method disclosed by Gilbert, in order to dynamically examine 
and efficiently modify email content based on keywords intended for recipients having 
multiple devices, thereby increasing ease of use (Shaughnessy; column 3, lines 20-47). 

In reference to claim 7, Gilbert explicitly discloses an E-mail system (Figure 1), 
comprising: 

• Receiving-means (Figure 1 -receiver) for receiving transmission information 
transmitted from a sender (Figure 1 -sender) to a plurality of receivers, 
transmitting means for transmitting the E-mail information for each receiver 
(column 3, line 24 to column 4, line 30); and 

• Emphasizing means (i.e. network computer of sender) for emphasizing 
and highlighting (i.e. size, color, bold, italic, etc.; column 4, lines 54-67) 
the transmission information for respective receivers (i.e. select users to 
receive modified email message; column 5, lines 5-26), and preparing the 
email (i.e. embedding text format commands) for respective receiver 
(columns 5-7), 

• Transmitting the E-mail information including all of the transmission 
information to all respective receivers (i.e. receiver sensitive formatting; 
Figure 6- Emails for John, Harry, Mary and Original Email), (column 5; 
columns 8-9). 

Gilbert shows substantial features of the claimed invention. However, Gilbert does not 
teach information independent of receiving the transmission information, predetermined 
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for respective receivers and subsequently emphasizing this information in E-mails. 
Nonetheless this feature would have been an obvious modification to the system 
disclosed by Gilbert as evidenced by Shaughnessy. 

In an analogous art, Shaughnessy discloses a system for modifying E-mail 
messages for respective recipients over the Internet (abstract). Shaughnessy further 
shows a storing device (i.e. rules memory; Figure 1-item 25) storing, independent of 
receiving the transmission information (i.e. predetermined action rules stored in rules 
memory by a system designer; column 5, lines 30-41; column 6, lines 30-35), keyword 
information predetermined for respective receivers, wherein the keyword information is 
highlighting in E-mails for the receiver (i.e. based on identified recipient, the message is 
modified to select message potions containing keywords; column 4, line 66-column 5, 
line 6; column 5, lines 42-55). Given this feature a person of ordinary skill in the art at 
the time of the invention would have readily recognized the advantages of modifying the 
recipient-specific E-mail system disclosed by Gilbert, in order to dynamically examine 
and efficiently modify email content based on keywords intended for recipients having 
multiple devices, thereby increasing ease of use (Shaughnessy; column 3, lines 20-47). 

In reference to claim 8, Gilbert discloses the E-mail system with recipient-specific 
content system includes: 

• A system (Figure 1) for propagating a signal from a propagating computer 
(i.e. Figure 1 -sender) to receiver computers (i.e. Figure 1 -receiver), (i.e. 
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via network; Figure 1-item 10) the propagating computer of the system 
comprising a program (i.e. software program; column 4, lines 30-67), 
As applied to previous claims, functions of the electronic mail system, as shown by 
Gilbert, include: receiving transmission information from a sender to a plurality of 
receivers; emphasizing and highlighting the different parts of transmission information 
for each receiver; preparing E-mail information for respective receivers; and transmitting 
the E-mail information including all of the transmission information to respective 
receivers. 

Gilbert shows substantial features of the claimed invention. However, Gilbert does not 
teach information independent of receiving the transmission information, predetermined 
for respective receivers and subsequently emphasizing this information in E-mails. 
Nonetheless this feature would have been an obvious modification to the system 
disclosed by Gilbert as evidenced by Shaughnessy. 

In an analogous art, Shaughnessy discloses a system for modifying E-mail 
messages for respective recipients over the Internet (abstract). Shaughnessy further 
shows a storing device (i.e. rules memory; Figure 1-item 25) storing, independent of 
receiving the transmission information (i.e. predetermined action rules stored in rules 
memory by a system designer; column 5, lines 30-41; column 6, lines 30-35), keyword 
information predetermined for respective receivers, wherein the keyword information is 
highlighting in E-mails for the receiver (i.e. based on identified recipient, the message is 
modified to select message potions containing keywords; column 4, line 66-column 5, 
line 6; column 5, lines 42-55). Given this feature a person of ordinary skill in the art at 
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the time of the invention would have readily recognized the advantages of modifying the 
recipient-specific E-mail system disclosed by Gilbert, in order to dynamically examine 
and efficiently modify email content based on keywords intended for recipients having 
multiple devices, thereby increasing ease of use (Shaughnessy; column 3, lines 20-47). 

In reference to claim 9, Gilbert explicitly discloses a method (Figures 2&4; columns 
4-7) for recipient-specific content emailing. Gilbert discloses the method to comprise: 

• Receiving information for different destinations with the information having 
different parts (Figure 2-items 60-64); 

• Emphasizing the different parts responsive to the destinations (Figure 2- 
item 68-72; Figure 3); 

• Sending all of the information by email to all the destinations with each 
destination receiving all of the information, to with at least one of the parts 
emphasized responsive to the destination (Figure 2-item 73); and 

• Displaying the information with one of the parts emphasized at least one 
of the destinations, (Figure 2-item 76; Figure 4a; Figure 6; column 8). 

Gilbert shows substantial features of the claimed invention. However, Gilbert does not 
teach information independent of receiving the transmission information, predetermined 
for respective receivers and subsequently emphasizing this information in E-mails. 
Nonetheless this feature would have been an obvious modification to the method 
disclosed by Gilbert as evidenced by Shaughnessy. 
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In an analogous art, Shaughnessy discloses a method for modifying E-mail 
messages for respective recipients over the Internet (abstract). Shaughnessy further 
shows a storing device (i.e. rules memory; Figure 1-item 25) storing, independent of 
receiving the transmission information (i.e. predetermined action rules stored in rules 
memory by a system designer; column 5, lines 30-41; column 6, lines 30-35), keyword 
information predetermined for respective receivers, wherein the keyword information is 
highlighting in E-mails for the receiver (i.e. based on identified recipient, the message is 
modified to select message potions containing keywords; column 4, line 66-column 5, 
line 6; column 5, lines 42-55). Given this feature a person of ordinary skill in the art at 
the time of the invention would have readily recognized the advantages of modifying the 
recipient-specific E-mail method disclosed by Gilbert, in order to dynamically examine 
and efficiently modify email content based on keywords intended for recipients having 
multiple devices, thereby increasing ease of use (Shaughnessy; column 3, lines 20-47). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LaShanya R Nash whose telephone number is (571) 

272- 3957. The examiner can normally be reached on M-F 9am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenton Burgess can be reached on (571) 272-3949. The fax phone 
number for the organization where this application or proceeding is assigned is (571) 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



LaShanya Nash 
Art Unit, 2153 6 
February 8, 2007 
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